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DETAILED ACTION 



Specification 

1 . The disclosure is objected to because of the following informalities: Several of 
the units of measurement used throughout the specification for the compressed DBP 
absorption are recited incorrectly. The units should be ml/100g (paragraph 0044). 

Appropriate correction is required. 

Claim Objections 

2. Claim 8 is objected to because of the following informalities: Claim 8 recites 
"CATB" but in the applicant's specification CTAB is used in the hydrogen desorption 
equation. Appropriate correction is required. 

3. Claim 11 is objected to because of the following informalities: Claim 11 applicant 
recites "characterized by using". Instead it should be "A pneumatic tire comprising a 
rubber composition" otherwise it reads as though it's a method of using a composition in 
a tire. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 4-5 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. The applicant claims and discloses the compressed 
DBP values in terms of ml/g. However, in the specification (paragraph 0044) it is stated 
that the compressed DBP is represented by ml/100g. The ml/100g unit is the normal 
unit of measurement used in the art to represent this value. Also, for carbon black to 
have a DBP of 95-200 ml/100g and a compressed DBP of 90-200 ml/g is physically 
impossible. For the purposes of applying prior art the examiner is taking the position 
the units for the compressed DBP are ml/100g. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-6 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kikuchi et al. (5,484,836), Chiung-Huei et al. (WO 91/13944), Amino et al. (6,058,994), 
and Kikuchi etal. (5,985,978). 

8. Regarding claim 1 : applicant claims a rubber composition comprising 10-250 
parts by weight of carbon black per 1 00 parts of a rubber component. Kikuchi et al. 
teach a composition comprising 20-75 parts by weight carbon black per 100 parts of 
diene based rubber (column 2, lines 5-8). The also teach an embodiments that use 50 
parts by weight of carbon black per 1 00 parts rubber (Table 1 ). Applicant also claims 
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the process by which the carbon black is made. This is a product by process limitation. 
Process limitations in product claims are not limited to the manipulations of the recited 
steps, only the structure implied by the steps. "In re Thorpe , 227 USPQ 964, 966 (Fed. 
Cir. 1985). Where the claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially 
identical processes, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the 
prior art are the same, the applicant has the burden of showing that they are not." In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, the 
prima facie case can be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 
1255, 195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 
USPQ 773 (Fed. Cir. 1985). There are no structural limitations related to the carbon 
black in this claim. The examiner notes that this process of producing carbon black 
using a production furnace having a combustion zone, reaction zone, and reaction stop 
zone coaxially connected together including a step of producing high temperature 
combustion gas through the combustion of hydrocarbon fuel in the combustion zone, a 
step of spraying a starting hydrocarbon in to the high temperature gas flow in the 
reaction zone to convert the starting hydrocarbon into carbon black through partial 
combustion or thermal decomposition reaction and a step of quenching the reaction in a 
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reaction stop zone is well known in the art. As an evidentiary reference see Chiung- 
Huei et al (page 5, line 23 to page 6, line 27). 

9. Regarding claims 2 and 3: applicant claims more product by process limitations 
for the production of the carbon black. See previous paragraph for how these 
limitations are treated. There are no structural limitations present in these claims. 

1 0. Regarding claim 4: applicant claims that the carbon black has a DBP of 40-250 
ml/IOOg, a compressed DBP of 35-220 ml/g, and a CTAB of 70-200 m 2 /g. Kikuchi et al. 
teach using the particular carbon black Shoblack N220, which has a compressed DBP 
of 96 ml/1 OOg and a CTAB of 1 1 0 (Table 3). They do not list the value for the DBP but 
the DBP of carbon black N220 is inherently within the applicant's range. Amino et al. is 
being used as an evidentiary reference to prove that Shoblack N220 is within the 
applicants range. Amino et al. teach that Shoblack N220 has a DBP of 1 1 1 ml/1 OOg 
(column 7, lines 1-3). 

1 1 . Regarding claim 5: applicant claims that the carbon black has a DBP of 95-220 
ml/1 OOg and a compressed DBP of 90-200 ml/g. Kikuchi et al. teach using the 
particular carbon black N220, which has a compressed DBP of 96 ml/1 OOg (Table 3). 
They do not list the value for the DBP but the DBP of carbon black N220 is inherently 
within the applicant's range. Amino et al. is being used as an evidentiary reference to 
prove that Shoblack N220 is within the applicants range. Amino et al. teach that 
Shoblack N220 has a DBP of 1 1 1 ml/1 OOg (column 7, lines 1 -3). 
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12. Regarding claim 6: applicant claims that the carbon black has a tinting strength 
>0.363xCTAB+71 .792. Kikuchi et al. teach a tinting strength of 1 15 for N220 (Table 3). 
1 1 5 is greater than 0.363x1 1 0+71 .792, which equals 1 1 2. 

1 3. Regarding claim 9: applicant claims that the carbon black has a toluene tinting 
permeability of not less than 90%. Kikuchi et al. teach using Shoblack N220 (Table 3), 
which inherently meets this limitation. Kikuchi et al. (5,985,978) is being used as an 
evidentiary reference to prove that Shoblack N220 inherently meets this limitation. 
Kikuchi et al. (5,985,978) teach that Shoblack N220 has a toluene discoloration of 98% 
(Table II and column 4, lines 15-16). The toluene discoloration is the same as the 
toluene tinting permeability. 



Claim Rejections - 35 USC § 102/103 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 5. Claims 1 -1 0 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kikuchi et al. (5,484,836) 

16. Regarding claim 1 : applicant claims a rubber composition comprising 10-250 
parts by weight of carbon black per 100 parts of a rubber component. Kikuchi et al. 
teach a composition comprising 20-75 parts by weight carbon black per 100 parts of 
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diene based rubber (column 2, lines 5-8). The also teach an embodiments that use 50 
parts by weight of carbon black per 1 00 parts rubber (Table 1 ). Applicant also claims 
the process by which the carbon black is made. This is a product by process limitation. 
Process limitations in product claims are not limited to the manipulations of the recited 
steps, only the structure implied by the steps. "In re Thorpe , 227 USPQ 964, 966 (Fed. 
Cir. 1985). Where the claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially 
identical processes, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the 
prior art are the same, the applicant has the burden of showing that they are not." In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, the 
prima facie case can be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 
1255, 195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 
USPQ 773 (Fed. Cir. 1985). There are no structural limitations related to the carbon 
black in this claim. The examiner notes that this process of producing carbon black 
using a production furnace having a combustion zone, reaction zone, and reaction stop 
zone coaxially connected together including a step of producing high temperature 
combustion gas through the combustion of hydrocarbon fuel in the combustion zone, a 
step of spraying a starting hydrocarbon in to the high temperature gas flow in the 
reaction zone to convert the starting hydrocarbon into carbon black through partial 
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combustion or thermal decomposition reaction and a step of quenching the reaction in a 
reaction stop zone is well known in the art. As an evidentiary reference see Chiung- 
Huei et al (page 5, line 23 to page 6, line 27). 

17. Regarding claims 2 and 3: applicant claims more product by process limitations 
for the production of the carbon black. See previous paragraph for how these 
limitations are treated. There are no structural limitations present in these claims. 

18. Regarding claim 4: applicant claims that the carbon black has a DBP of 40-250 
ml/100g, a compressed DBP of 35-220 ml/g, and a CTAB of 70-200 m 2 /g. Kikuchi et al. 
teach using the particular carbon black CB-2, which has a compressed DBP of 1 1 1 
ml/100g and a CTAB of 95 (Table 3). They do not list the value for the DBP but the 
DBP of carbon black CB-2 is inherently within the applicant's range. The DBP test is 
conducted by determining the amount of liquid that is needed to just fill all the spaces 
between the aggregates when the aggregates are pulled together by the surface 
tension forces of the dibutyl phthalate The crushed DBP test is conducted that same 
way as the DBP test except that the sample has be pre-compressed and then broken 
up four successive times. Therefor the crushed DBP value is always going to be lower 
than the DBP value. Therefore the DBP of CB-2 is greater than 1 1 1 ml/1 OOg. The 
difference between the two tests is not great enough to cause the DBP value to go 
above 200. 

1 9. Regarding claim 5: applicant claims that the carbon black has a DBP of 95-220 
ml/1 OOg and a compressed DBP of 90-200 ml/g. Kikuchi et al. teach using the 
particular carbon black CB-2, which has a compressed DBP of 1 1 1 ml/1 OOg and a 
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CTAB of 95 (Table 3). They do not list the value for the DBP but the DBP of carbon 
black CB-2 is inherently within the applicant's range. The DBP test is conducted by 
determining the amount of liquid that is needed to just fill all the spaces between the 
aggregates when the aggregates are pulled together by the surface tension forces of 
the dibutyl phthalate The crushed DBP test is conducted that same way as the DBP test 
except that the sample has be pre-com pressed and then broken up four successive 
times. The crushed DBP value is always going to be lower than the DBP value. 
Therefore the DBP of CB-2 is greater than 111 ml/100g. The difference between the 
two tests is not great enough to cause the DBP value to go above 200. 

20. Regarding claim 6: applicant claims that the carbon black has a tinting strength 
>0.363xCTAB+71 .792. Kikuchi et al. teach a tinting strength of 109 for CB-2 (Table 3). 
109 is greater than 0.363x95+71.792, which equals 106. 

21 . Regarding claim 7: applicant claims that the carbon black has a tinting strengths 
0.363xCTAB+71 .792 and TINT>50. Kikuchi et al. teach using carbon black CB-1 , which 
has a CTAB of 83 and crushed DBP of 1 1 1 (Table 3). CB-1 inherently meets the DBP 
limitation of claim 4 for the same reason as given above for CB-2. CB-1 has a tinting 
strength of 98 (Table 3). 98 is less than 0.363x83+71.792, which equals 102. 98 is also 
greater than 50. 

22. Regarding claim 8: applicant claims that the hydrogen desorption ratio is greater 
than 0.260-6.25x1 0" 4 xCATB. Kikuchi et al. does not specifically teach this property for 
their N220. This is not a test that is usually used in the art to test the properties of 
carbon black. The examiner takes the position that CB-1 or CB-2 would inherently meet 
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this limitation. All four (DBP, compressed DBP, CTAB, and TINT) of the physical 
property tests taught by Kikuchi et al. meet the applicant's limitations. The applicant 
alleges that when the hydrogen desorption ratio does not meet this limitation that the 
wear resistance of the tire tread lowers and the heat build up becomes undesirable high 
(paragraph 0023). Kikuchi et al. are also concerned with wear resistance and heat build 
up of tire tread (column 1 , lines 41-53). The values given in Tables 1 and 2 show that 
CB-1 and CB-2 provide both a low heat buildup and good wear resistance. If applicant's 
allegations are correct hydrogen desorption ratios of CB-1 and CB-2 must meet 
applicant's limitations otherwise the heat buildup and wear resistance values would 
have been bad. The examiner also notes that the applicant has not provided sufficient 
evidence to prove their assertion. There are no examples where all the other factors 
stay the same and only the hydrogen desorption ratio changes from meeting this 
limitation to not meeting this limitation. The applicant has failed to show that the 
hydrogen desorption ratio of the carbon black affects the physical structure of the rubber 
composition. 

23. Regarding claim 9: applicant claims that the carbon black has a toluene tinting 
permeability of not less than 90%. Kikuchi et al. teach using CB-1 and CB-2 (Table 3), 
which inherently meets this limitation. The applicant alleges that when the toluene 
tinting permeability is less than 90% the wear resistance is undesirably deteriorated 
(paragraph 0024). Kikuchi et al. are also concerned with wear resistance of tire tread 
(column 1, lines 41-53). The values given in Tables 1 and 2 show that CB-1 and CB-2 
provide good wear resistance. If applicant's allegations are correct the toluene tinting 



Application/Control Number: 1 0/599,1 51 Page 1 1 

Art Unit: 1796 

permeability of CB-1 and CB-2 must be at least 90% otherwise the wear resistance 
values would have been bad. The examiner also notes that the applicant has not 
provided sufficient evidence to prove their assertion. There are no examples where all 
the other factors stay the same and only the toluene tinting permeability changes from 
below 90% to 90% or above. The applicant has failed to show that the toluene tinting 
permeability of the carbon black affects the physical structure of the rubber composition. 
24. Regarding claim 10: applicant claims that the extraction amount with 
monochlorobenzene is not more than 0.15%. Kikuchi et al. teach CB-1 and CB-2 which 
inherently meet this limitation. The applicant alleges that when the extraction amount 
with monochlorobenzene exceeds 0.15% the wear resistance is undesirably 
deteriorated (paragraph 0024). Kikuchi et al. are also concerned with wear resistance 
of tire tread (column 1 , lines 41-53). The values given in Tables 1 and 2 show that CB-1 
and CB-2 provide good wear resistance. If applicant's allegations are correct the 
extraction amount with monochlorobenzene of CB-1 and CB-2 must not be more than 
0.15% otherwise the wear resistance values would have been bad. The examiner also 
notes that the applicant has not provided sufficient evidence to prove their assertion. 
There are no examples where all the other factors stay the same and only the extraction 
amount with monochlorobenzene changes from at or below 0.15% to above 0.15%. 
The applicant has failed to show that the extraction amount with monochlorobenzene of 
the carbon black affects the physical structure of the rubber composition. 
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Claim Rejections - 35 USC § 103 

25. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

26. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kikuchi 
et al. (5,484,836) in view of Amino et al (6,058,994). 

27. Applicant claims that what is listed above and that their rubber composition is in 
the tread of a pneumatic tire. Kikuchi et al. teach using their rubber composition in low 
fuel consumption tire tread (column 1 , lines 6-1 1 ). 

28. While one would normally expect they are using their composition in pneumatic 
tires since pneumatic tires are used in vehicles that fuel consumption is a concern, they 
fail to specifically teach a pneumatic tire where the tread contains their composition. 

29. Amino et al. teach a rubber composition that contains carbon black (column 6, 
line 64 to column 7, line 3) and is used as a tread in a pneumatic tire (column 1 , lines 7- 
11). 

30. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the rubber composition of Kikuchi et al. in the tread of a 
pneumatic tire to make a pneumatic tire that provided low fuel consumption. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Uselding whose telephone number is (571)270- 
5463. The examiner can normally be reached on Monday-Thursday 6:00a.m. to 
4:30p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ling-Siu Choi/ John Uselding 

Primary Examiner, Art Unit 1796 Examiner 

Art Unit 41 71 

/JEU/ 
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